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IN THffF. UNITED STATES PATENT AND TRADEMARK OFFICE 

Applicant: Song 

Serial No.: 10/770,893 

Filed: February 3, 2004 

Group Art Unit: 1742 

Examiner: Morillo, Janell Combs 

Title: CAST ABLE HIGH TEMPERATURE ALUMINUM ALLOY 

Commissioner for Patents 
P.O. Box 1450 
Alexandria VA 223 13-1450 

PRE- APPEAL BRIEF REQUEST FOR REVIEW 

Dear Sir: 

In response to the final office action mailed on August 8, 2007, Applicant respectfully 
submits a Pre- Appeal Brief Request for Review. This request is filed with a Notice of Appeal. 
As will be explained in further detail, the Review is requested for the reasons set forth below. 

I. Claims 1-4, 10-13, and 26-29 were improperly rejected under 35 U.S.C. §103(a) as 

being unpatentable over Watson. 
H. Claims 1-5, 7, 8, 10-16, and 27-29 were improperly rejected under 35 U.S.C. §103(a) 

as being unpatentable over Higashi. 
m. Claims 1-3, 7-12, 15, 16, 26, and 27 were improperly rejected under 35 U.S.C. §103(a) 

as being unpatentable over EP 7509 1 1 . 
IV. Claims 1-6, 10-14, 26-29 were improperly rejected under 35 U.S.C. §103(a) as being 

unpatentable over Olson. 

Arguments 

I. Rejection of claims 1-4, 10-13 and 26-29 under 103(a). 

In support of the rejection, the Examiner argues that Watson teaches that the elements Ti, 
Zr, Sc, Er, and Yb are LI 2 formers that can be substituted for one another and that it would have 
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been obvious to replace Sc with Er and Yb. Respectfully, Applicant disagrees with this reasoning 
because Watson does not teach that all of the listed elements are equivalents that may be 
substituted for one another. That is, the broad composition that the Examiner relies on (col. 2, 
lines 10-11) and also the more specific examples given in Watson (col. 4, lines 5-23) each include 
the element Sc. Therefore, Watson appears to implicitly teach that Sc is irreplaceable. 
Furthermore, none of the given compositions of Watson disclose using a combination of Er and 
Yb. Therefore, through the example compositions, Watson does not teach that Er and Yb may be 
substituted for Sc as the Examiner suggests. For this reason, Appellant respectfully requests that 
the rejection be withdrawn. 

IL Rejection of Claims 1-5, 7, 8, 10-16, and 27-29 under 35 U.S.C. §103(a). 

In support of the rejection, the Examiner argues that Higashi's composition having up to 
10wt% of the rare earth elements is close enough to the claimed composition having greater than 
10wt% of rare earth elements that one of ordinary skill in the art would have expected these 
ranges to have the same properties. The Examiner relies on Titanium Metals Corp. of America v. 
Banner, 778 F.2d 775, 227 USPQ 773 (Fed. Cir. 1985). Respectfully, Appellant disagrees with 
the Examiner's conclusion and reliance on Titanium Metals Corp. because Higashi teaches away 
from using an amount greater than 10wt%. In Titanium Metals, there was no evidence 
estabkshing that the close ranges were not equivalent. In absence of such evidence, the court 
concluded that the ranges were equal. In contrast, Higashi teaches away from using an amount of 
rare earth element that is greater than 10wt% (col. 2, lines 46-47). Thus, the Titanium Metals 
Corp. case does not apply and one of ordinary skill in the art would not modify the composition 
of Higashi against the instructions of Higashi to include more than 10wt% of the rare earth 
element as claimed. For this reason, Appellant respectfully requests that the rejection be 
withdrawn. 

in. Rejection of Claims 1-3, 7-12, 15, 16, 26, and 27 under 103(a). 

In support of the rejection, the Examiner argues that the claimed minor alloy elements are 
inherent as impurities in the composition of EP57091 1. In further support, the Examiner points to 
"Aluminum and Aluminum Alloys," page 639, which lists various elements that are commonly 
found as impurities in aluminum alloys. Respectfully, Appellant disagrees with the rejection 

2 



PAGE 5/7 • RCVD AT 12/10/2007 3:20:12 PM [Eastern Standard Time] • SVR:USPTO-EFXRF-6/40" DNIS:2738300 • CSID: 12489888383 " DURATION (mm-ss):01-38 



12/10/2007 MON 15:23 FAX 12489888363 — 



— - USPTO 



0006/007 



Serial No. 10/770,893 
67097-022 

because the claimed elements are not impurities. That is, the claims recite "at least one minor 
alloy element" in the claimed composition. The term "minor alloy element" implies that the 
element is intended to be present within the composition in an amount suitable to contribute to the 
properties of the alloy. Thus, the claimed minor alloy element should not be interpreted as an 
impurity element, which is not intended to be present within the composition in any appreciable 
amount that affects the properties of the alloy. By interpreting the claimed minor alloy element as 
an impurity element, the Examiner has effectively and improperly read this limitation out of the 
claim. For this reason, Appellant respectfully requests that the rejection be withdrawn. 

IV. Rejection of claims 1-6, 10-14, and 26-29 under 103(a). 

On two occasions (May 15, 2007 and November 7, 2007), Appellant filed the Declaration 
Under CFR 1.131 to establish invention prior to the effective date of the Olson reference. In the 
first instance, the Examiner did not accept the Declaration on the basis that the Declaration was 
missing several formalities. Appellant then corrected these formalities, which did not relate to the 
substance of the Declaration, and resubmitted the Declaration at the later date. However, in the 
Advisory Action mailed on November 20, 2007, the Examiner indicated that the Declaration 
would not be entered because it was not earlier presented. Respectfully, Appellant contends that 
the Declaration was earlier submitted and the later filing of the Declaration was merely to correct 
the formalities. For this reason, Appellant respectfully requests that the Declaration be entered 
and considered relative to the subject rejection. 

Closing 

For the above reasons, the rejection of the claims should be reversed. 



3 



PAGE 617 • RCVD AT 12(10/2007 3:20:12 PM [Eastern Standard Time] " SVR:USPTO-EFXRF-6/40 • DNIS:2738300 • CS1D:12489888363 - DURATION (mm-ss):01-38 



12/10/2007 MON 15:23 FAX 12489888363 • USPTO W> 

Serial No. 10/770,893 
67097-022 

Applicant believes that no additional fees are necessary, however, the Commissioner is 
authorized to charge Deposit Account No. 50-1482 in the name of Carlson, Gaskey & Olds for any 
additional fees or credit the account for any overpayment. 

Respectfully submitted, 



Dated: December 1 0,2007 



MMetfi L. Koziarz, £eg. No"53,154 
Carlson, Gaskey & Olds 
400 W. Maple Road, Ste. 350 
Birmingham, MI 48009 
(248) 988-8360 
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States Patent and Trademark Office, fax number (571) 273-8300, on December 2007. 
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